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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 5, 2007, has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 40-43 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "said first tissue" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner believes the limitation 
should recite -said first tissue engaging surface-. 

Claim 40 recites the limitation "said first tissue" in line 9. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner believes the limitation 
should recite -said first tissue engaging surface-. 
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Claim 41 recites the limitation "said handle" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner believes the limitation 
should recite -said second handle--. 

Claim 42 recites the limitation "said handle" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner believes the limitation 
should recite -said second handle-. 

Claim 43 recites the limitation "said handle" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. The Examiner believes the limitation 
should recite -said second handle-. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 19, 24, 26-29, 31, 35, 37, 40-41 rejected under 35 U.S.C. 102(b) as 
being anticipated by Holmes (U.S. Patent no. 5,417,701). Holmes discloses the 
invention as claimed including a first tissue engaging surface (ref. 18; holds a medical 
implement), a second tissue engaging surface (the 2 nd instrument; holds a medical 
implement and allows for it to penetrate the tissue), a magnetizable material (the 2 nd 
instrument has a tissue engaging surface that is magnetized), a magnetic field 
generator (ref. 36), the magnetic field generator being a permanent magnet (ref. 36), the 
medical implement being a surgical needle (ref. 32), the magnetic field generator being 
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positioned external to tissue, a body (ref. 20) with a carrier (ref. 34), a tip located at the 
distal end of the body (needle tip; ref. 32a), a magnetic element (ref. 36) being part of 
and attached to the body as well as being a permanent magnet, and the magnetic 
element being movable (the claim does not recite what the magnetic element is 
movable relative to; the magnetic element is movable by the surgeon as the surgeon 
moves the body), and a means for (two handles) mechanically urging the surfaces 
towards one another (ref. 16a and 16b), a pivot connecting the handles (ref. 26). 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-7, 30, 32-34, 36, 38-39, and 42-43 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Holmes (701) in view of Holmes (U.S. Patent No. 
5,431,670). Holmes (701) disclose the invention substantially as claimed including the 
strength of the magnetic field varying (the two instruments can be moved closer or 
farther from each other to create a varying strength magnetic field), the magnetic field 
generator being positioned external to tissue, and the generator being positionable (by 
the surgeon). Holmes (701) does not disclose the magnet being an electromagnet or a 
biasing member. Holmes ('670) teaches an electromagnet (ref. 18) that has a reversible 
polarity (col. 4, lines 46-50) for the purpose of releasing moving a needle through tissue 
and allowing for it to be released. Therefore, it would have been obvious to one having 
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ordinary skill in the art at the time of the invention to have modified Holmes (701) with 
the magnet being an electromagnet with reversible polarity, as taught by Holmes ('670), 
in order to move a surgical needle from one side of tissue to another and in order for it 
to be released from the instrument once suturing is completed. It is well-known in the 
art to add springs to medical instruments to bias two surfaces towards or away from 
each. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to have modified Holmes (701) with a spring in order to bias 
the surfaces and/or handles away or towards each other. Holmes (701) also does not 
disclose the use of iron as the magnet. However, iron is a well-known material that is 
used in the art as a magnet and, therefore, it would have been obvious to have made 
the magnetizable material out of iron. 

Response to Arguments 

Applicant's arguments filed December 5, 2007, have been fully considered but 
they are not persuasive. Applicant argues that Holmes (701) does not show a first 
tissue conducting [sic] surface that magnetically attracts a second tissue contacting 
surface. Examiner respectfully disagrees. 

A tissue contacting surface, as recited in the claim limitations, is no more than a 
surface that is capable of contacting tissue. Holmes (701) clearly shows this as well as 
disclosing a second instrument that aids in the movement of the needle. The needle 
can also be considered a magnetizable material since it is attracted by each of the 
surfaces. Both instruments allow and aid for the penetration of tissue by the medical 
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implement. It is also noted that the claims do not recite where the surfaces are located 
and/or attached to one another. 

Applicant's arguments with respect to claims 3-5, 30, and 39 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Fukuda et al. (U.S. Patent No. 5,824,009) disclose a needle that 
can be magnetic (col. 6, line 10-11) that has a magnetic receiver (col. 6, line 12). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTINA D. GETTMAN whose telephone number is 
(571)272-3128. The examiner can normally be reached on Monday-Thursday 6:45 am 
to 4:30 pm (off every other Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kevin T. Truong/ 

Primary Examiner, Art Unit 3734 



/Christina D Gettman/ 
Examiner, Art Unit 3734 
571-272-3128 
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